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As with the trademark application, it can be essential to follow the pro-
cedure up until a decision is reached. In some nations, additional steps
might also be necessary once a decision has been made to register a trade-

mark.

Marka basvurusu oncesinde oldugu gibi karar tesis edilene kadar siirecin
takip edilmesi ve bazi lilkeler acisindan tescil karar1 sonrasida da birtakim
islemlerin yapilmasi gerekebilmektedir.
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I.INTRODUCTION

The increase in international trade requires
the protection of trademarks at the inter-
national level. There are some points to be
considered before and after trademark ap-
plications before the World Intellectual Prop-
erty Organization, which enables trademark
applications to be made in many countries at
the same time through a single center. In ap-
plications to be made through this organiza-
tion, to which Turkey is a party, it is obligatory
to apply through a country of origin and the
trademark must be registered or applied in
that country. The part that requires the most
attention in international trademark applica-
tions is the writing of the classes. However,
no matter how well written, it is possible for
the classification to be contrary to the leg-
islation or internal functioning of the coun-
try applied for. In this case, it is obligatory
to make the necessary correction after the
provisional refusal decision established by
the relevant country. As with the trademark
application, it can be essential to follow the
procedure up until a decision is reached. In
some nations, additional steps might also be
necessary once a decision has been made
to register a trademark. For example, some
countries may request payment of a second
part fee after registration, while some coun-
tries require the submission of a trademark

I. GiRiS

Uluslararasi ticaretin artmasi, markalarin
uluslararasi duzlemde korunmasini da zo-
runlu kilmaktadir. Bu ¢cergevede tek merkez
Uzerinden pek ¢ok ulkede ayni anda marka
muracaati yapilmasini saglayan Dunya Fikri
Mulkiyet Orgutt nezdinde yapilacak marka
basvurularinin éncesinde ve sonrasinda dik-
kat edilmesi gereken hususlar vardir. Turki-
ye'nin de taraf oldugu bu 6érgut Uzerinden
yapilacak bagvurularda, bir mense Ulke tUze-
rinden basvurunun yapilmasi ve markanin
s6z konusu ulkede tescilli veya muracaat
edilmis olmasi zorunludur. Uluslararasi mar-
ka bagvurularinin en fazla dikkat gerektiren
kismi ise emtia listesinin yazilmasidir. Ancak
ne kadar iyi kaleme alinirsa alinsin, emtia lis-
tesinin muracaat edilen ulkenin mevzuatina
veya ic isleyisine aykiri olabilmesi mumkun-
dar. Bu durumda ilgili ulke tarafindan tesis
edilen geciciret karari sonrasi gerekli duzelt-
menin yapilmasi zorunludur. Marka bagvuru-
su 6ncesinde oldugu gibi karar tesis edilene
kadar surecin takip edilmesi ve bazi tlkeler
acisindan tescil karari sonrasinda da birtakim
islemlerin yapilmasi gerekebilmektedir. S6z
gelimi bazi ulkeler tescil sonrasi ikinci taksit
odemesi talep edebilmekte, bazi tlkeler ise
marka kullanim beyani ibrazini aramaktadir.
Bu sebeplerden dolayi basarili bir uluslara-
rasi marka basvurusunun, WIPO tarafindan
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declaration of use. For these reasons, it is
important that a successful international
trademark application is made by examin-
ing the guides prepared by WIPO and after
a detailed planning.

International trade and globalization allow
local trademarks to appear international-
ly. The increase in imports and exports in
a global sense brings the presentation of
products and services to consumers outside
the borders of the country. This situation
raises the questions of whether a trademark
registered/protected in the country of origin
will have protection abroad or how it can be
protected. Considering the principle of terri-
toriality prevailing in trademark law, it is clear
that local registration and protection will not
provide sufficient or no protection outside
the borders of the country’. For this reason,
it is necessary to offer solutions to the prob-
lem of how trademark owners who cross the
borders of the country or have such a goal
can protect their rights.

Trademark registration abroad can be done
through a trademark application in the rel-
evant country or through international or
regional organizations such as the World
Intellectual Property Organization (“WIPQO")
or the European Union Intellectual Property
Office (“EUIPO").

hazirlanan rehberler incelenerek ve detayli
bir planlama sonrasinda yapilmasi 6nem arz
etmektedir.

Uluslararasi ticaret ve globallesme, yerel mar-
kalarin uluslararasi alanda daha fazla goran-
mesine imkan saglamistir. Kiresel anlamda
ithalat ve ihracatin artmasi, Urtin ve hizmetle-
rin Glke sinirlar disinda da tuketiciye sunul-
masini beraberinde getirmistir. Bu durumiise,
mengse Ulkede tescilli/ koruma altinda olan bir
markanin yurtdisinda korumaya sahip olup
olmayacagi veya nasil koruma elde edebile-
cegi sorularini ortaya ¢ikarmaktadir. Marka
hukukunda hakim olan ulkesellik prensibi
dasunuldugunde, yerel nitelikli tescil ve ko-
rumanin, Ulke sinirlari disinda yeterli veya hi¢
koruma saglamayacagi aciktir'. Bu sebeple
Ulke sinirlanini agan veya boyle bir hedefiolan
marka sahiplerinin markalarini nasil koruya-
caklari problemine yonelik ¢6zum énerileri-
nin sunulmasi gerekmektedir.

Yurtdisinda marka tescili; ilgili ulkede marka
basvurusu yoluyla yapilabilecegi gibi Duinya
Fikri Mulkiyet Orgutt (“WIPO") veya Avrupa
Birligi Fikri Mulkiyet Ofisi (“EUIPO") gibi ulus-
lararasi veya bolgesel kuruluslar Uzerinden
de yapilabilir.

Belirtmek gerekir ki pek ¢cok tlke, kendi sinir-
lariigerisinde ikamet etmeyen kisilere marka
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It should be noted that many countries allow
people who do not reside within their bor-
ders to register trademarks. Thus, even if a
person is not a citizen or resident, they can
still file for a trademark there. However, in or-
der to submit an accurate trademark appli-
cation, a trademark attorney or lawyer based
in that nation is advised. In many countries,
legal representation may also be required.
The differences in the trademark law and
application procedure of each country are
among the difficulties that the applicant
may encounter in case of a separate local
application. Issues such as finding a reliable
attorney, following the process through the
attorney, and the fact that each country has
different legal procedures are among the
main difficulties of trademark applications to
be made on a country basis through a local
attorney. Additionally, if the trademark appli-
cation is desired to be made in more than one
country, it can be costly and tiring in terms of
labor and time.

This study will examine the scope and pro-
cesses of trademark application before WIPOQ,
and the issues that Turkish practitioners
should pay attention to during the application
and registration phase.

I1. WIPO AND MEMBER
STATES

WIPO is a global forum for intellectual prop-
erty services, policy, information and collab-
oration. WIPO, a self-funding organization of
the UN with 193 member nations, processes
applications for stuff like trademarks and pat-
ents, has a system of arbitration for disputes
with domain names, and performs general
studies on intellectual property concerns.
The headquarters of the organization is in
Geneva, Switzerland.

WIPO was established to lead the develop-
ment of a balanced and effective internation-
al intellectual property system that enables
innovation and creativity. WIPO's mandate,
governing bodies, procedures, etc. is regu-
lated in the WIPO Convention establishing
WIPO in 19672

Turkiye became a member of WIPO on May
12, 1976, and has been a party by signing 20
of the conventions and international agree-
ments prepared by WIPO since its establish-
ments,

tescili imkani vermektedir. Bu durumda bir
kisi, vatandasi olmasa veya ikameti bulun-
masa bile yabanci bir tlkede marka muracaa-
tinda bulunabilmektedir. Ancak bu durumda
-pek ¢ok ulkede yasal bir zorunluluk olmasi-
nin yani sira- isabetli bir marka basvurusu ya-
pabilmek icin o ulkede faaliyet gosteren bir
marka vekili ve/ veya avukat araciligiyla bas-
vurunun yapilmasi gerekmektedir. Ayrica her
Ulkenin marka hukukunun ve basvuru prose-
darunun farkliigy, basvuru sahibinin karsila-
sabilecegi zorluklar arasinda yer almaktadir.
Guvenilir bir vekilin bulunmasi, vekil Gzerin-
den surecin takip edilmesi, her tlkenin farkli
yasal prosedurlere sahip olmasi gibi hususlar
yerelvekil araciligiyla ulke bazinda yapilacak
marka muUracaatlarinda karsilasilabilecek te-
mel zorluklar arasindadir. Ote yandan marka
muracaatinin birden fazla tlkede yapilmasi
isteniyorsa, her bir Glke agisindan ayri prose-
darlerin yuratulmesi hem emek hem zaman
hem de maliyet acisindan yorucu olabilmek-
tedir.

Bu ¢alismamizda; WIPO nezdinde marka mu-
racaatinin kapsami ve suregleri incelenecek,
basvuru ve tescil asamasinda Turk uygula-
macilarin dikkat etmesi gereken hususlarin
alti ¢cizilecektir.

Il. WIPO VE TARAF ULKE-
LER

WIPO, fikri mulkiyet hizmetleri, politikasi, bil-
gileri ve igbirligi icin olusturulmus kuresel bir
forumdur. 193 tye devletle Birlesmis Millet-
ler'in kendi kendini finanse eden bir kurulusu
olan WIPO, marka ve patent gibi konularda
basvuru kabul etmekte, bunyesinde alan ad-
larl uyusmazliklarina iligkin tahkim sistemini
barindirmakta ve genel olarak fikri mulkiyet
meselelerine iliskin caligmalar yurttmektedir.
Orgutun merkezi isvigre'nin Cenevre sehrin-
dedir.

WIPQ, yenilik ve yaraticiigi mumkun kilan
dengeli ve etkili bir uluslararasi fikri mulkiyet
sisteminin gelistirilmesine énculuk etmek
amaciyla tesis edilmistir. WIPO'nun yetki
alani, yéonetim organlari, prosedurleri vb.
WIPO'yu 1967'de kuran WIPO Sézlesmesin-
de belirtilmistir2.

Turkiye, 12 Mayis 1976 tarihinde WIPQO'ya
Uye olmus, kuruldugu asamadan itibaren
WIPO tarafindan hazirlanan sézlesme ve
uluslararasi anlagmalardan 20’sini imzalaya-
rak taraf olmustur®.
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193 out of 208 countries registered to the
United Nations are members of WIPO. How-
ever, it should be noted that some of the
WIPO member states do not accept trade-
mark applications through WIPO. For exam-
ple, although Saudi Arabia and Kuwait are
members of WIPQ, it is not yet possible to ap-
ply for trademarks in these countries through
the WIPO system. Therefore, the trademark
owner or his attorney who wants to apply for
atrademark through WIPO should determine
whether the countries to which the applica-
tion is sought are parties to WIPO, as well as
whether they accept a trademark application
through WIPO*.

I1l. TRADEMARK TRANS-
ACTIONS BEFORE WIPO

There are various transactions and applica-
tions that can be made using the WIPO sys-
tem. The first of these, and the main subject
of our study, is the new application. Appli-
cation for “subsequent designation” is also
possible through WIPO. This process is used
in case that an existing trademark at WIPO is
desired to apply in other countries in terms
of all or some of the goods and services in
which the trademark is registered. Howev-
er, it is not possible to add new goods and
services to the list with subsequent deter-
mination. In addition, it is possible to carry
out many transactions related to trademarks
such as trademark renewal, changing regis-
tration and proxy information, limiting goods
and services, registering or canceling the
trademark license.

ILISKIN SUREC VE DIKKAT EDILMESI GEREKEN HUSUSLAR

Birlesmis Milletlere kayitli 208 ulkeden
193’0 WIPQ'ya uyedir. Ancak énemle belirt-
mek gerekir ki WIPO Uye devletlerin bir kismi
marka muracaatlarint WIPO Uzerinden kabul
etmemektedir. Ornegin Suudi Arabistan
ve Kuveyt, WIPQ'ya uye olmasina ragmen
WIPO sistemi Uzerinden bu ulkelerde mar-
ka maracaati yapilmasi hentiz mumkun de-
gildir. Dogal olarak WIPO tzerinden marka
muracaati yapmak isteyen marka sahibinin
veya vekilinin, muracaat yapilmak istenen
ulkelerin WIPQ'ya taraf olup olmadiklarinin
yani sira WIPO Uzerinden marka muracaati
kabul edip etmediklerini tespit etmeleri ge-
rekmektedir“.

I1l. WIPO NEZDiNDE
MARKA iSLEMLERI

WIPO sistemi kullanilarak yapilabilecek ce-
sitli islem ve basvurular bulunmaktadir. Bun-
lardan ilki ve calismamizin da temel konusu
olan marka muracaatidir (new application).
Bunun yani sira WIPO araciligiyla “Sonradan
Belirleme” (subsequent designation) sek-
linde ifade edilen islem yapilabilir. Bu islem,
WIPO nezdinde mevcut bir marka basvuru-
sunun, tescil edildigi butun veya bazi mal ve
hizmetler acisindan baska ulkelerde mura-
caat edilmek istenmesi halinde basvurulan
bir ydéntemdir. Ancak sonradan belirleme
ile yeni mal ve hizmetlerin listeye eklenmesi
mumkun degildir. Yani sira marka yenileme,
kayit ve vekil bilgilerini degistirme, mal ve
hizmet sinirlama, marka lisansini kaydetme
veya iptal etme gibi markalara iliskin pek ¢ok
islemin WIPO uzerinden gerceklestirilmesi
mumkuandar.
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2 Detaylibilgi ve sézlesme metniigin
bkz. https://www.wipo.int/treaties/en/
convention/ (Erigim: 31.03.2023).

3 Fikri mulkiyet alanina iliskin ulusla-
rarasi anlagmalarin ve bu anlagmalara
taraf tlkelere iliskin istatisksel veri elde
etmek igin bkz. https://www.wipo.int/
wipolex/en/main/treaties (Erisim:
31.03.2023).

4 Bunun pratik bir sekilde tespiti icin
WIPO'nun internet sitesinden guncel
mm2 formu indirilerek formdaki segi-
lebilecek ulkeler listesine bakilabilir.
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5 It is strongly recommended that
the trademark owner or attorney, who
wants to take any action before WIPO,
should examine these notes while
filling out the form for a healthy ap-
plication process: https://www.wipo.
int/export/sites/www/madrid/en/docs/
notes_for_filing_mm_forms.pdf (Ac-
cess: 31.03.2023).
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There is a form for every transaction to be
made before WIPO. For example, mm2 form
should be submitted for trademark applica-
tion, while mm18 form for trademark applica-
tions covering the United States of America,
mmb5 form for changes in trademark own-
ership. The guidelines prepared by WIPO
explain which form should be filled for what
purpose and the points to be considered
while filling these forms®.

A. Important Issues Before
Trademark Application

Trademark application at WIPO can be made
through the online eMadrid system as well as
through the Turkish Patent and Trademark
Office (“TurkPatent”). In any case, the trade-
mark application is first submitted to WIPO
after it is examined and approved by the ex-
pert at TurkPatent.

For an international trademark application,
the trademark in question must be registered
orapplied in the country of application (office
of origin). In other words, for an international
trademark application to be made through
Turkiye, there must first be a trademark reg-
istered or applied for before TurkPatent. As
the registration number in the country of or-
igin, and if it has not been registered yet, the
application number should be written in the
part expressed as “basic trademark number”
in the trademark application form.

Another point to be considered before the
application is that the classes of goods and
services for which the trademark is registered
or applied for in the country of origin cannot
be extended through international applica-
tion. For example, it is not possible to add
the 10th class when making an international
trademark application for the X trademark
registered in Turkiye in classes 03 and 05.
Similarly, international trademark applica-
tions cannot be made for subclasses that
are not in the application of the X trademark
in the country of origin, although they are in
the class 05.

It can be said that writing the list of goods/
services in the trademark application form
is one of the most important and exhaust-
ing parts of the application. Even a letter or
punctuation error in the spelling may cause
an irregularity letter to be sent by WIPO re-
garding the application or a rejection de-

WIPO nezdinde yapilacak her isleme iliskin
bir form vardir. Ornegin marka basvurusu
icin mm2 formu, Amerika Birlesik Devletleri'ni
kapsayan marka basvurulari i¢in ek olarak
mm18 formu, marka sahipliginde degisiklik
icin mm5 formu doldurulmalidir. Hangi for-
mun ne amacla doldurulmasi gerektigi ve bu
formlar doldurulurken dikkat edilmesi gere-
ken hususlar WIPO tarafindan hazirlanan
form doldurma notlarinda detayli bir sekilde
aciklanmaktadir®.

A. Marka Miracaati Oncesinde
Dikkat Edilmesi Gerekenler

WIPO nezdinde marka muracaati, online
eMadrid sistemi Uzerinden gerceklestirile-
bilecegdi gibi Turk Patent ve Marka Kurumu
(“TarkPatent”) araciligiyla da gergeklestiri-
lebilmektedir. Her halukarda marka basvuru-
su, oncelikle TurkPatent nezdindeki uzman
tarafindan incelenip onaylanmasi sonrasinda
WIPQ'ya iletilmektedir.

Uluslararasi marka muracaatiigin s6z konusu
markanin, bagvurunun yapilacag tlkede (Of-
fice of origin) tescilli veya muracaat edilmis
olmasi gereklidir. Bir diger ifadeyle Turkiye
Uzerinden yapilacak bir uluslararasi marka
basvurusu icin 6ncelikle TurkPatent nezdin-
de tescil edilmis veya muracaat edilmis bir
markanin bulunmasi zorunludur. Zira marka
basvuru formunda “basic mark number” ola-
rak ifade edilen kisma, mense ulkedeki tescil
numarasi, henuz tescil edilmemis ise basvuru
numarasi yazilmalidir.

Muracaat 6ncesinde dikkat edilmesi gereken
bir diger husus ise, mense ulkede markanin
tescil veya muracaat edildigi mal ve hizmet si-
niflarinin uluslararasi bagvuru yoluyla genis-
letilememesidir. Ornegin Turkiye'de 03 ve 05.
siniflarda tescil edilmis olan X markasina ilis-
kin uluslararasi marka basvurusu yapilirken
10. sinifin eklenmesi mumkun degildir. Ben-
zer sekilde 05. sinifta yer almasina ragmen X
markasinin mense ulkedeki muracaatinda
bulunmayan alt siniflar igin de uluslararasi
marka basvurusu gerceklestirilemez.

Marka muracaat formunda emtia listesinin
yazilmasinin, bagvurunun en dnemli ve emek
gerektiren kisimlardan biri oldugu soylene-
bilir. Zira yazimdaki bir harf veya noktalama
hatasi, basvuruya iliskin WIPO tarafindan
uygunsuzluk yazisi génderilmesine veya
WIPO nezdindeki ilk incelemeyi gegse bile
basvurulan ulkelerden ret karari gelmesine
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cision from the applied countries even if it
passes the first examination by WIPO. Again,
arefusal decision can be made regarding the
list of goods/ services that are meaningless,
vague or broad in scope, repetitive or things
not considered under the applied class, as a
result of translation errors.

It should be emphasized that, no matter
how well written, the member country that
received the trademark application through
WIPO evaluates the application and the list of
goods/ services according to its own domes-
tic legal regulations. Therefore, even though
the application was approved and passed
the first assessment by WIPOQ, the legal stat-
utes or customs of the relevant countries may
demand that it be rejected.

An international trademark application made
within this framework is first examined by
WIPOQ. It is then sent to the trademark offices
of the applied countries. While the trademark
offices of some countries examine very quick-
ly and decide on the trademark application,
some countries do not make any decisions
for months. In this case, the trademark owner
has no choice but to wait until the relevant
decision is made or to follow the process
closely through a local representative in that
country.

B. Important Issues After
Trademark Application

After the international trademark application
is made and approved by the office of or-
igin, it is examined by the WIPO expert in
terms of application formalities. The scope

ILISKIN SUREG VE DIKKAT EDILMESI GEREKEN HUSUSLAR

sebebiyet verebilmektedir. Yine tercime
hatalar sonucu anlamsiz veya kapsami ge-
nis, tekrarlayan veya basvurulan sinif altinda
degerlendirilmeyen emtia listesine iliskin ret
karari da gelebilmektedir.

Sunu 6nemle belirtmek gerekir ki ne kadar iyi
kaleme alinmis olursa olsun, WIPO Gzerinden
marka muracaatini alan Uye Ulke basvuruyu
ve emtia listesini kendi i¢c hukuk duzenle-
melerine gore degerlendirmektedir. Dogal
olarak ilgili ulkenin kanuni duzenlemeleri
veya uygulamalari, belirlenen ve WIPO'nun
ilk incelemesinden basariyla gegcen marka
muracaati dolayisiyla ilgili ulkeden ret karar
gelmesini engellemez.

Bu cercevede yapilan uluslararasi marka bas-
vurusu, oncelikle WIPO tarafindan incelenir.
Daha sonra muracaat edilen ulkelerin marka
ofislerine gonderilir. Kimi tlkelerin marka
ofisleri cok hizli inceleyip marka muracaatini
karara baglarken kimi tlkelerden aylarca her-
hangi bir karar gelmemektedir. Bu durumda
marka sahibinin, ilgili karar gelene kadar bek-
lemesi veya o Ulkedeki yerel vekil araciligiyla
sureciyakindan takip etmesi disinda bir sece-
nek bulunmamaktadir.

B. Marka Miiracaati Sonrasin-
da Dikkat Edilmesi Gerekenler

Uluslararasi marka muracaati yapildiktan ve
mense ofis tarafindan onaylandiktan sonra
WIPO uzmani tarafindan basvuru sekli agi-
dan incelenir. Bu incelemenin kapsamina;

MAKALELER

DiPNOT

5 WIPO nezdinde herhangi bir islem
yapmak isteyen marka sahibi veya
vekilin, saglikl bir bagvuru sureci igin
yapacag! isleme iliskin formu doldu-
rurken muhakkak bu notlari incele-
mesi Onerilmektedir: https://www.
wipo.int/export/sites/www/madrid/
en/docs/notes_for_filing_mm_forms.
pdf (Erigsim: 31.03.2023).
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the opposition period included in the
provisional refusal decisions. For some
countries, itis not possible to extend the
opposition time, in other words, to re-
quest an extension of time.
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of this review the expert examines whether
the right classes of goods and services have
been selected, whether the application fee
has been paid, whether the mandatory in-
formation in the application form has been
filled in. If any problem is detected by the
expert, this situation is reported to the ap-
plicant through the “Irregularity Letter” and
requested to make the necessary correction
within the time specified in the letter.

The error detected in the application and
how this error can be corrected are clearly
stated in irregularity letters sent by WIPO.
However, the applicant is not bound by
the solution specified in the article. In other
words, the recommendations in the irregular-
ity letters are not binding.

Areply letter is submitted in which the neces-
sary corrections are made for the irregularity
letters. After this stage, the application, which
does not contain any other formal problems,
is forwarded to the trademark offices of the
countries specified in the application.

1. Refusal Decisions of Member

dog@ru mal ve hizmet siniflarinin segilip segil-
medigi, basvuru Ucretinin 6denip 6denme-
digi, basvuru formundaki zorunlu bilgilerin
doldurulup doldurulmadigi gibi hususlar
girmektedir. Sayet WIPO uzmani tarafindan
herhangi bir problem tespit edilirse bu du-
rum “Uygunsuzluk Yazisi” (Irregularity Letter)
yoluyla muracaat sahibine bildirilir ve yazida
belirtilen sure icerisinde gerekli duzeltmeyi
yapmasi talep edilir.

WIPO tarafindan gonderilen uygunsuzluk
yazilarinda; basvuruda tespit edilen hata ve
bu hatanin nasil giderilebilecedi acik bir se-
kilde belirtilir. Ancak muracaat sahibi, yazida
belirtilen ¢ozum ile bagli degildir. Bir diger
ifadeyle uygunsuzluk yazisinda yer alan 6ne-
riler baglayici nitelikte degildir.

Uygunsuzluk yazisina yonelik gerekli du-
zeltmelerin yapildigi cevabi yazi sunulur. Bu
asamadan sonra uygunsuzlugun giderildigi-
ni tespit eden ve baskaca bir sekli problem
icermeyen basvuru, muracaatta belirtilen
ulkelerin marka ofislerine iletilir.

1. Uye Ulkeden Gelen Ret Karar-

States

The country receiving the trademark appli-
cation examines and decides on the appli-
cation according to its own legislation. If a
situation inconsistent with the country’s leg-
islation is detected, this situation is notified to
the applicant via WIPO with a so-called “Pro-
visional Refusal Decision”. The most com-
mon reasons for provisional refusal decisions
in practice are the existence of the same and/
or similar previous trademark registrations or
applications in the said country, the errors
in the classification in accordance with the
said country’s law and procedure, the lack
of mandatory elements for the country in
question (for example, the translation of the
trademark into the relevant language), even
if it is not mandatory in the application form.

The relevant office includes explanations re-
garding the translation of the legislation, the
reason for the refusal, and how and when®the
refusal can be appealed in provisional refusal
decisions. In certain countries’ refusal deci-
sions, it is also noticed that suggestions are
made as to how to fix the problem that led to
the rejection. Many countries allow the sub-
mission of a response to an appeal against a
provisional refusal decision through a person
authorized to act as a representative in that
country. For example, the USA, which used to

ri

Marka basvurusunu alan ulke, kendi mevzua-
tina gore bagvuruyu inceler ve karara baglar.
Sayet Ulke mevzuati ile uyumsuz bir durum
tespit edilirse, “Gegici Ret Kararl” (provisional
refusal decision) denilen karar ile bu durum
WIPO Uzerinden muracaat sahibine bildirilir.
Uygulamada en ¢ok karsilasilan gecici ret
sebepleri arasinda; anilan tulkede 6énceden
muracaat veya tescil edilen ayni ve/ veya
benzer markalarin varligi, emtia listesinin
usule uygun kaleme alinmamis olmasi, bas-
vuru formunda zorunlu olmasa bile s6z konu-
su ulke i¢in zorunlu olan unsurlarin eksikligi
(6rnegin markanin ilgili dile tercimesi gibi)
goralmektedir.

Gegici ret kararlarinda ilgili ulke ofisi, redde
dayanak mevzuatin tercimesine, ret gerek-
cesine ve redde nasil ve ne surede® itiraz
edilebilecegine iliskin agiklamalara yer verir.
Bazi ulkelerden gelen ret kararlarinda, redde
gerekge gosterilen hatanin nasil giderilece-
ginin onerildigi de gorulmektedir. Pek ¢cok
Ulke gecici ret kararina karsl itiraz i¢in anilan
Ulkede vekillik yapma yetkisine sahip bir kisi
araciligiyla cevabin sunulmasina imkan ver-
mektedir. SOz gelimi eskiden bizzat marka
sahibine de ret kararina cevap verme imkani
saglayan ABD, yapilan degisiklik sonrasi va-
tandas olmayan ve yurtdisinda mukim kisile-
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provide the trademark owner with the oppor-
tunity to respond to the refusal decision, re-
quires the representation of non-citizens and
resident abroad by proxy after the amend-
ment. Considering that the refusal decision
and the response procedure will be carried
out entirely in accordance with the domestic
law of the country in question, it can be said
that it is more appropriate to work with a local
representative in case of a provisional refusal
decision.

In cases where no response is given to the
provisional refusal decision in due time or if
the response does not eliminate the reason
for the refusal, the final refusal decision is es-
tablished by the relevant trademark office.
After this stage, it is a process that must be
resolved completely according to the le-
gal system of the relevant country. In other
words, there is no opportunity to provide
an answer or file a lawsuit over WIPO to the
country that issued the refusal decision. In
this case, it is recommended to work with a
local representative and todraw a path in line
with his recommendations.

It should be noted that there is no obstacle
to re-applying the same or different countries
over WIPO for a trademark for which a refusal
decision was given.

2. Member States’ Statements of
Granting Protection

The relevant country may also grant protec-
tion as a result of the trademark application
submitted by WIPO. Sometimes, a registra-
tion decision can be made directly, while in
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rin vekil ile temsilini zorunlu tutmaktadir. Ret
kararinin ve buna cevap usulinun tamamen
bahse konu ulkenin i¢ hukuk kurallarina gore
yurutulecegdi dusunuldugunde, gegici ret ka-
rari halinde yerel bir vekil ile calismanin daha
isabetli oldugu soéylenebilir.

Gegiciret kararina suresi igerisinde cevap ve-
rilmemesi veya verilen cevabin ret gerekcesi-
ni ortadan kaldirmadigi durumlarda ilgili mar-
ka ofisi tarafindan nihai ret karari tesis edilir.
Bu asamadan sonrasi tamamen ilgili tlkenin
hukuk sistemine gore ¢ézimlenmesi gere-
ken bir surectir. Bir diger ifadeyle ret karari
tesis eden ulkeye WIPO Uzerinden herhangi
bir cevap sunmak veya dava agmak gibi bir
imkan bulunmamaktadir. Bu halde yerel bir
vekil ile calismak ve onun onerileri dogrultu-
sunda yol cizmek 6nerilmektedir.

Belirtmek gerekir ki ret karari tesis edilen bir
markaya iliskin olarak WIPO Gzerinden tekrar
ayni veya farkli tlkeleri kapsayacak sekilde
muracaatta bulunulmasina bir engel yoktur.

2. Uye Ulkeden Gelen Tescil Ka-
rarlari

WIPO tarafindan ilgili tlkeye iletilen marka
muracaati sonucunda tescil karari verilebil-
mesi de mumkundur. Bazen dogrudan tescil
karari verilebilirken bazi durumlarda gecici
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6 Gegciciretkararlarindayeralanitiraz
suresine dikkat edilmesi gerekir. Zira
bazi tlkeler agisindan bu cevap sure-
sinin genisletilmesi, bir diger ifadeyle
sure uzatimi talep edilebilmesi mum-
kun degildir.
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FOOTNOTE

7 Second fee shoul be paid for trade-
mark applicationsin Japan, in case that
application was made before March 31,
2023.
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THE PROCESS OF TRADEMARK APPLICATION WITH THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO) AND MATTERS TO BE CONSIDERED

some cases, a registration decision can be
made after the response to the provisional
refusal decision. After the applicant learns
that the trademark is registered in the rele-
vant country, there are some issues to pay
attention to. These issues are mostly com-
municated to the trademark owner via WIPO.

The most basic issue to be considered after
registration is the payment of the second
fee. Some countries charge the trademark
application fee in two installments: the first
installment at the time of application and
the second installment after the registration
of the trademark was decided. Countries that
already request payment of second fee are
Brazil and Cuba’. If the trademark applicants
in these countries neglect to pay the second
fee after registration, the trademark will be-
come invalid and the protection decision
established in the relevant country will lose
its meaning.

Some countries may request a declaration
of use after the trademark registration deci-
sion. The decision to revoke the trademark
registration will be made if it is not possible
to show that the trademark is used in that na-
tion or is projected to be used there shortly
afterward. For example, in the Philippines, a
trademark declaration of use is requested
after registration, and if it is not submitted,
the trademark registration is abandoned.
For this reason, it will be to the advantage of
the trademark owner who has applied for the
trademark to obtain preliminary information
about the obligation to use the trademark in
the relevant country.

ret kararina verilen cevap sonrasinda tescil
karari verilebilir. Muracaat sahibinin, marka-
nin ilgili tlkede tescil edildigini 6grenmesi
akabinde dikkat etmesi gereken bazi husus-
lar vardir. Bu hususlar cogunlukla WIPO uze-
rinden marka sahibine bildirilir.

Tescil sonrasi dikkat edilmesi gereken en
temel mesele, ikinci taksitin 6denmesidir.
Bazi ulkeler marka basvuru Ucretini iki taksit
seklinde alir: ilk taksiti bagvuru esnasinda ve
ikinci taksit markanin tesciline karar verilmesi
sonrasinda. Halihazirda ikinci taksit uygula-
masi olan ulkeler; Brezilya ve Kuba'dir’. Bu Ul-
kelerde marka basvurusunda bulunan marka
sahiplerinin, tescilden sonra ikinci taksiti 6de-
meyi ihmal etmeleri halinde marka gecersiz
hale gelecek ve ilgili ulkede tesis edilen ko-
ruma karari anlamini yitirecektir.

Bazi ulkeler ise marka tescil kararindan son-
ra marka kullanimina iligskin kullanim beyani
(declaration of use) talep edebilmektedir.
Markanin o tlkede kullanildigi veya yakin bir
zamanda kullanilmasinin planlandigi ispat-
lanamazsa marka tescilinin iptaline karar ve-
rilmektedir. Ornegin Filipinler'de tescil son-
rasi marka kullanim beyani talep edilmekte,
sunulmamasi halinde ise marka tescili terkin
edilmektedir. Bu sebeple marka muracaati
yapan marka sahibinin, ilgili tlkede marka
kullanma zorunluluguna iliskin 6n bilgi al-
masi avantajina olacaktir.
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IV. CONCLUSION

The importance of branding at the interna-
tional level requires the protection of trade-
marks at the international level. One of the
most preferred ways in this regard is to apply
for a trademark through WIPO. The interest
in WIPO and international trademark appli-
cation, which offers the opportunity to apply
in three languages, is increasing day by day.
For this reason, it is essential to know the
points to be considered and the resources to
be examined while making an international
trademark application.

After briefly presenting WIPO and its mem-
ber nations, our paper outlines the consider-
ations that should be examined before and
after filing an international trademark appli-
cation. This study aims to draw a general
framework for practitioners and trademark
owners beyond an academic text and to
guide their international trademark applica-
tions.

Accordingly, trademark owners and prac-
titioners should determine the countries
where the trademark will be used, determine
the list of goods/ services and examine the
guides prepared by WIPO at every stage of
the application. However, this is not enough
to ensure trademark protection, and in some
specific countries, transactions such as pay-
ing the second fee and submitting a decla-
ration of use should not be neglected to en-
sure the continuation of the protection after
registration.
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IV. SONUG

Uluslararasi duzeyde markalasmanin énem
kazanmasi, markalarin uluslararasi duzlemde
korunmasini gerektirmektedir. Bunailiskin en
cok tercih edilen yollardan birisi WIPO Uzerin-
den marka basvurusunun gerceklestirilmesi-
dir. Ug dilde basvuru imkani sunan WIPO'ya
ve uluslararasi marka bagvurusuna karst ilgi
ise gun gectikgce artmaktadir. Bu sebeple
uluslararasi marka basvurusu yapilirken dik-
kat edilmesi gereken hususlar ve incelenme-
si gereken kaynaklarin bilinmesi elzemdir.

Calismamizda kisaca WIPO ve Uye Ulkeler
tanitildiktan sonra uluslararasi marka basvu-
rusunun 6ncesinde ve sonrasinda yapilmasi
ve dikkat edilmesi gereken hususlar belir-
tilmistir. Bu calisma, akademik bir metnin
otesinde uygulamacilara ve marka sahiple-
rine genel bir cerceve ¢izmek ve uluslararasi
marka basvurularinda yol géstermek amacini
tasimaktadir.

Buna go6re marka sahipleri muracaat énce-
sinde, markanin kullanilacag tlkeleri, emtia
listesini belirlemeli ve basvurunun her asa-
masinda WIPO tarafindan hazirlanan rehber-
leri incelemelidir. Ancak marka korumasini
temin etmek igin bu yeterli olmayip spesifik
bazi ulkelerde tescil sonrasi tescilin devami-
ni saglamaya yonelik ikinci taksiti 6deme,
kullanim beyani sunma gibi islemler ihmal
edilmemelidir.
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7 31Mart 2023 tarihinden énce yapi-
lan basvurular agisindan Japonya'da
da ikinci taksit talep edilmektedir.
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